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REMARKS 

Reconsideration and withdrawal of the rejections of the application respectfolly requested in 
view of the amendments, remarks and enclosures herewith, which place the application in 
condition for allowance. 

L STATUS OF CLAIMS AND FORMAL MATTERS 

At the outset, the applicants would like to extend their appreciation for the 
acknowledgement of allowable subject matter which was made by the Examiner with regard to 
claims 2-7 and 13-15. Claims 1, 16 and 17 have been amended to correct the objections to the 
claims regarding the connector "or" (which has been deleted). The applicants have also 
amended claim 1 and 17 to remove the redundancy regarding the variable **Y** in part (v) of each 
claim (the amendment is similar to the amendment made to claim 16 in the applicants^ previous 
response). 

Claims 1-17 are still pending. No new matter has been added. 

It is submitted that the claims, herewith and as originally presented, are patentably 
distinct over tiie prior art cited in the Office Action, and fliat these claims were in foil compliance 
with the requirements of 35 U.S.C. § 1 12. The amendments of the claims, as presented herem, 
are not made for purposes ofpatentability within the meaning of 35 U.S.C. §§§§ 101, 102, 103 
or 1 12. Rather, these amendments and additions are made simply for clarification and to round 
out the scope of protection to which Applicants are entitled. 
TL Tm. 35 U.S.C. 102(b) REJECTION HAS BEEN OVERCOME 

Claim 1 was rejected as allegedly being anticipated by Di Domenica et al. (U.S. Patent 
4,988,701 - "Di Domenico"). Reconsideration of this rejection is respectfully requested. 

This rejection was based on the compounds disclosed by Di Domenico in formula (II) on 
coL 2 and Example 6 in col. 10. However, as can be seen from the chart below, the references in 
Di Domenico describe compounds which are outside the scope of the applicants' claimed 
invention: 
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Formula (II) on col. 2 of U.S. Patent 4,988.701 
(ifp=l) 



C02(Ci-C5-aJkyl) 



Example 6 in col. 10 of U.S. Patent 4,988,701 
2-(4-methoxy-phenoxymethyl)thiazolidine 



Compound (iv) of claim 1 



(Ci-Czo-alkyI) 




The highlighted heterocyclic ring is a 
THIAZOLIDINE ring 



Where one nonterminal CH2 group may be 
replaced by -O- or -0C(=0)- or -C(=0)0- 
and/or one or more H atoms may be replaced 
byR.. 



The highlighted heterocyclic ring is a 
THIAZOLEring 



(see also page 16, entry 122. Thiazole. from ITie Ring Index (2*^ Edition - American demical Society 
(1960) which shows that thiazolidine rings are the tctrahydro form of a thiazole ring). 

Therefore, Di Domenico does not teach each and every element of the applicants' 
claimed invention and as such claim I is not anticipated. 

(Such that it would be entertained that this rejection could be amended to an obviousness 
rejection, the apphcants note that the entirety of the Di Domenico reference is directed toward 
derivatizing the nitrogen of the thiazolidine ring and all starting, intermediate and final products 
disclosed in the Di Domenico reference possess this thiazolidine ring. There is no teaching, 
suggestion or motivation for one of ordinary skill in the art to substitute the thiazolidme ring for 
the apphcants' claimed thiazole ring) 



-15- 



00325253 



PAGE 16/19 * RCVD AT 1 1/15/2005 10:49:36 AM [Eastern StaiKtard Time] ' 8VR:USPTO-EFXRF-6/30 * DNI8:2738300 * CSID:212 588 0500 * DURATION Onm-ss):05-14 



11/15/200.5 10:46 FAX 212 588 0500 FROMUER LAWRENCE 0)017/019 



Confinn. No. 2927 
514453-3916 



CONCLUSION 

In view of the remarks and amendments herewith, the application is believed to be in 
condition for allowance. Favorable reconsideration of the application and prompt issuance of a 
Notice of Allowance are earnestly solicited. The imdersigned looks forward to hearing fevorably 
from the Examiner at an early date, and, the Examiner is invited to telephonically contact the 
undersigned to advance prosecution. The Commission is authorized to charge any fee 
occasioned by this paper, or credit any oveqsayment of such fees, to Deposit Account No. 50- 
0320. 

Respectfully submitted, 

FROMMER LAWRENCE & HAUG LLP 



By: /J&^-^jJ-zu^^ C . jLt^JZ^ 

Marilyn M. Brogan Howard C. Lee 
Reg. No. 31,233 Reg. No. 48,104 
Telephone: (212) 588-0800 
Facsimile: (212) 588-0500 

Attachment: Page 16 from The Ring Index (2"^ Edition - American Chemical Society) - see 
entry 122. 



-16- 00325253 
PAGE 17/19 • RCVD AT 1 1/15/2005 10:49:3$ AM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/30 * DNIS:2738300 * CSID:212 588 0500 * DURATION (mm^s):05-14 



11/15/2005 10:46 FAX 212 588 0500 



FROMMER LAWRENCE 



@|018/019 



i 

3 



a. 



i 



i ^ 

■s 



E 



u 

■5 1/5 



2 



OD 

CO 

I 

i 




I 



« 0) 
•S -2 

^ a e 

« 5 CO 
• -« I 

ill 



1^ 




U 

o 

cn 

n 

iz; 
"< 



PAGE 1 via • RCVD AT 1 UtMOOi 10:49:35 AM fEastem Standard Time] * SVR:U8PTO«PXIV4/M • DNI8:2738300 • esiO:2l2 S88 0S0»* DURATION (imnt*):0S-14 



11/15/2005 .10:4J6 FAX 2XZ 588 0500 



FROMMER LAWRENCE 



@019/019 



u 




It . 

o Id 

7l 



o .5 

N 0 

•gs 



He 



I 



• o 



«j *n '2 



^ U i ^ O fS 

' Q J? o 
I o ■ I 5 

O * ^ S t 

o • O o 

^ .3 a —J 
" 

-art " ca i> 

« S r « 

«H K Mil u 




v9 



• I » 



E 



OS 



c 

X 



X 

o — u 
X X 



/- - 



/- 
O- 

\. 

0=L> 



/• 
O- 



X 

CO — o 



<-:i CI 

^ XX 



X X 
SI— o 



o- 
0=0 



I 

s 



o" 




B -o , H o 
• o g >. sj O 



f M #w» • ■' 



5 



o 



§2 

f6 



64 PS 



ni ^ 3: 



1 2 ^*45 




Co afSf ^ 
eg « H C M JEj >>i 




• oj O 



II 

u 

i 

o 



i1 



3 



X 

/- 
o- 
\- 

X X 



/- 
\- 

0=0 

X X 



-./- * 

XtO- 

\- . 

X X 



X 

/- * 



0=0 

X X 



X 

o=z 



X X 



X2- 

\. 

0=0 



z— o 

//'* 



X X 



X 



x" 



PAGE 19/19 * RCVD AT 11/15/2005 10:49:36 AM (Eastern Standard Time] * 8VR:USPTO-EFXRF-6/30 * DNI8:2738300 * CSID:212 588 0500 * DURATION (rofn-ss):05-14 



